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Pre-Appeal Brief Review Request 



Dear Commissioner: 

A supplemental appeal brief was submitted by applicants on December 8, 2008, 
appealing the rejection of pending claims 1-18 and 29-55. In response to applicants' appeal brief, 
the examiner reopened prosecution, stating that new references were uncovered. 

Applicants request a pre-appeal brief conference review because the rejections are clearly 
based on legal and factual error, and because the same set of claims was erroneously rejected at 
least twice by the examiner. 

Section 112 Rejection 

Applicants believe that the section 1 12, second paragraph rejection of claims 8-9 is not 
proper. Claims 8-9 particularly point out and distinctly claims the subject matter of the 
invention, especially for one of skill in the art. See applicants' May 16, 2007 response for detail. 

Regarding claim 8, the examiner again states in her March 20, 2009 office action, "it is 
not clear how a set of islands of catalyst can be associated with one die. Is the die very large, are 
the catalyst areas scattered about?" Regarding claim 9, the examiner states, "Is the catalyst on, in 
or near the die(s)?" 

Applicants submit that one of skill in the semiconductor processing arts would 
understand that semiconductor fabrication involves patterning regions (e.g., islands). An entire 
die, or multiple dies, of a wafer can be patterned, if so desired; or, within a single die, multiple 
regions can be patterned, if so desired. Patterned regions within a die (or in multiple dies) can 
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contain a catalyst to cause nanotubes to grow in these regions. Applicants believe that the claims 
are sufficiently definite to one of skill in the art. The rejection should be withdrawn. 

Section 101 Rejection 

Claims 1-18 and 29-55 were provisionally rejected under the section 101 as claiming the 
same invention as that of claims 1-36 of copending application 10/613,217. 

Applicants note that copending application 10/613,217 has been abandoned. Thus, the 
rejection should be withdrawn. 

Section 103 Rejection 

All pending claims 1-18 and 29-55 were rejected under section 103(a) as being 
unpatentable. Claims 1 and 29 are the only independent claims, and all other claims depend upon 
claims 1 or 29, directly or indirectly. Thus, if the cited references in the rejections do not teach or 
suggest all of the elements recited in claims 1 and 29, then the rejections should be withdrawn 
for all of the pending claims. 

Claims 1-3, 6-7, 9, 11-14 and 18 were rejected under the section 103(a) as being 
unpatentable over Colbert et al. (US Pat. 6,756,026) in view of Dai et al. (WO02/081366A1). 

Claims 15-17 and 29-49 were rejected under the section 103(a) as being unpatentable 
over Colbert et al. and Dai et al, as applied above, and further in view of Hong et al. (U.S. Pat. 
App. 2002/0127170). 

There are clear errors in these rejections because the cited references, alone or in 
combination, do not teach or suggest one or more essential elements needed for a prima facie 
case of obviousness. 

Claims 1 and 29 recite, inter alia, that "multiple prongs of radiating energy" are used to 
heat the catalyst on a die where a radiating-energy source is positioned "above the stage." While 
the examiner admits that Colbert et al. does not teach this element, the examiner copies and 
refers to figure IB of Dai et al. in the office action and states that "localized heating zones (8) 
have multiple heating prongs or laser beam prongs." See page 4 of the office action. 

Applicants respectfiilly disagree. The examiner's reliance of Dai et al. 's figure IB for 
teaching of multiple prongs of radiating energy is misplaced. Figure IB of Dai et al. is shown 
below (with comments in bubbles added by applicants). 
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Figure IB . 



A 




The multiple prongs (i.e., three sets of six arrows pointing downward) shown in figure IB 
of Dai et al. have nothing to do with radiation energy. Rather, the three sets of multiple arrows 
pointing downward indicate the direction of carbon containing gas distribution. At page 13, lines 
25-27, Dai et al. states that "[t]he gas inlet (5) is connected to a gas distributor (9) that allows the 
carbon-containing material to be simultaneously introduced into multiple localized heating zones 
(8)." Localized heating zones (8) in Dai et al. refer to three blocks of substrates (1) which are 
sitting on top of and being heated by a heating element (2). Thus, contrary to the examiner's 
statement, Dai et al. does not teach or suggest the use of multiple of prongs of radiating energy, 
as recited claims 1 and 29. 

Since neither Colbert et al. nor Dai et al. teach or suggest an essential element "multiple 
prongs of radiation energy" as recited in claims 1 and 29, the rejections are improper and should 
be withdrawn at least for this reason. 

In rejecting independent claim 29 and some of dependent claims, the examiner relies 
upon an additional reference, Hong et al. (U.S. Pat. App. 2002/0127170). Hong et al. was relied 
upon by the examiner for teaching of temperature control (see a paragraph bridging pages 5-6 of 
the Office Action), not for teaching of multiple prongs of radiating energy. Hong et al. does not 
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teach or suggest the use of "multiple prongs of radiating energy," to heat a catalyst on a die 
where a radiating-energy source is positioned "above the stage." Therefore, Hong et al. does not 
cure the deficiencies of Colbert et al. or Dai et al. 

Since none of the cited references teach or suggest all of the elements recited in 
independent claim 1 or claim 29, the rejections of these claims (as well as their dependent 
claims) under the 103(a) section are improper. Accordingly, the rejections of all of the pending 
claims should be withdrawn at least for this reason. 

There are a number of other clear errors in the examiner's rejections. For example, claims 
1 and 29 recite an element, a radiating energy source positioned "above the stage" to locally heat 
the catalyst on at least one die or on a selected work region. 

In Colbert et al., a catalyst is not present on a die. Rather, it is deposited and formed, in 
situ, on the open tube ends (i.e., nanotubes) by a vacuum deposition process to grow a single or 
array of long carbon fibers. See column 25, lines 1-3. 

Dai et al. does not cure the deficiencies of Colbert et al. As shown above in figure IB, 
Dai et al. has a heating element (2) which is located below the substrate (1). Thus, even if 
Colbert et al. and Dai et al. were to be combined, the combination falls short of the present 
invention as recited. 

There are additional rejections of dependent claims which cite third or fourth references 
in addition to Colbert et al. and Dai et al. These rejections are not separately addressed, because 
the rejections of independent claims 1 and 29 are improper as described above. Accordingly, all 
of the rejections under the section 103(a) are improper, and applicants believe that all pending 
claims are allowable. 

Respectfully submitted, 
Aka Chan LLP 

/Melvin D. Chan/ 

Melvin D. Chan 
Reg. No. 39,626 

Aka Chan LLP 

900 Lafayette Street, Suite 710 
Santa Clara, CA 95050 
Tel: (408) 701-0035 
Fax: (408) 608-1599 
E-mail: mel(g!akachanlaw.com 
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